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DETAILED ACTION 



Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-6 and 20, drawn to a toner, classified in class 430, subclass 1 1 1.4. 

II. Claims 7-13, drawn to an image-forming method, classified in class 430, 
subclass 124. 

III. Claims 14-19, drawn to an apparatus, classified in class 399, subclass 320. 
The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1 ) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product. See MPEP 
§ 806.05(h). In the instant case the product as claimed can be used in another and materially 
different process, such as forming a pattern by heat in an imaging member so that heated areas 
become more adhesive as compared to unheated areas, contacting the imaging member with 
the toner, removing toner from the non-adhesive areas, and placing an adhesive coversheet 
over the toner so that an imaged article is produced. 

Inventions II and III are related as process and apparatus for its practice. The inventions 
are distinct if it can be shown that either: (1 ) the process as claimed can be practiced by another 
and materially different apparatus or by hand, or (2) the apparatus as claimed can be used to 
practice another and materially different process. (MPEP § 806.05(e)). In this case the process 
as claimed can be practiced by hand, such as by charging the surface of the image-bearing 
body with a hand operated roller, shining a light or the sun on the image-bearing body through a 
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stencil to form a charge pattern, sprinkling toner on the exposed imaging-bearing body by hand, 
transferring the toner to a receiver by hand application of a transfer medium, and fusing the 
toner to a medium by pressing the toner into the receiver. 

Inventions I and III are related as subcombinations disclosed as usable together in a 
single combination. The subcombinations are distinct if they do not overlap in scope and are 
not obvious variants, and if it is shown that at least one subcombination is separately usable. In 
the instant case, subcombination I has separate utility such as in a heat-imaging system as 
described above. See MPEP § 806.05(d). The toner is not physically present in the apparatus 
as currently presented. Further, even if the toner were present it represents a material acted 
upon by the apparatus and would not define a structural limitation of the apparatus. See MPEP 
2115. 

Because these inventions are independent or distinct for the reasons given above and 
have acquired a separate status in the art in view of their different classification, restriction for 
examination purposes as indicated is proper. 

During a telephone conversation with Joel Armstrong on 24 February 2006 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-6 and 20. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 7- 
19 are withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as being drawn 
to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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Claim Rejections - 35 USC §§ 102 & 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 , 5, 6, and 20 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Hayase et al. in US Patent 5,753,399. 

Hayase discloses a toner containing 100 parts by weight of binder resin, 1 to 150 weight 
parts of colorant, and 5 to 40 parts by weight of a low-softening point substance (Abstract; col. 
9, 1. 4-16). As seen in Figure 1, the toner of Example 1 has a storage modulus G' of about 6 x 
10 3 dyn/cm 2 (i.e., 6 x 10 2 Pa) at 180 °C. In Example 1's toner (col. 22, 1. 25+), the low-softening 
point substance is a wax in an amount of 1 1 .7 % and the toner has a size of 6.5 |jm. The toner 
is used in a developing device incorporated in an image forming apparatus. The toner is 
processed for 5000 sheets and the components of the developing device were examined. The 
toner was not adhered to the toner application roller, the developing sleeve, and an elastic 
blade. Further, no offset was observed at a fixing temperature of from 160 to 190 °C during 
oilless fixation (col. 25, 1. 24-39). Othe Examples that are pertinent to the instant claims include 
Example 9 and 1 1 , which appear to have G' values within the scope of the claims at 180 °C 
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because the disclosed values at from 155 to 190 °C are within the claims' scope and Figure 1 
shows that G' in the invention's toners has a continuous change without a change in slope 
between 155 and 190 °C. This would suggest to the artisan that the G' values of these toners 
are within the scope of the claims. The results in these examples also show no soiling of the 
developing sleeve and toner application roller. Figure 6 shows the toner in a toner cartridge. 

Because the toner has the requisite storage modulus and content of release agent, and 
because the toner of Hayase is disclosed as not giving adherence of the toner to the toner 
application roller, developing sleeve and elastic blade, and because no-offset was during fixing 
from 160 to 190 °C, it appears that the toner of Hayase will inherently have an adhesive force to 
an aluminum sleeve within the scope of the claims. 

Claims 1, 5, and 6 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over lida et al. in US Patent Application 
Publication 2002/0051924. 

lida discloses Toners 1-14 comprising a binder resin, a wax, and a colorant. Each of 
these toners has a storage modulus (G') at 180 °C within the scope of the claims as seen in 
Table 4-2 noting that the minimum and maximum value of G' between 120 to 180 °C is within 
the range of 5.0 x 10 2 and 1 .0 x 10 s Pa (noting that 1 Pa = 10 dN/m 2 ). Toner sizes range from 
4.1 to 9.9 pm as seen in Table 4-3. The toners have a wide range of temperatures were fixing 
takes place but no offset occurs as seen in Table 5-1 . These non-offset temperatures include 
180 °C. The artisan would understand that offset occurs because toner adheres to the fixing 
roller and that no offset indicates that no toner adheres to the fixing roller. 

Because the toner has the requisite storage modulus and release agent, and because 
the toner is disclosed as not giving offset during fixing including temperatures of 180 °C, it 



Application/Control Number: 10/790,777 Page 6 

Art Unit: 1756 

appears that the toner of lida will inherently have an adhesive force to an aluminum sleeve 
within the scope of the claims. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over lida et ai in US 
Patent Application Publication 2002/0051924. 

lida was discussed above and that discussion is incorporated here. In each exemplified 
toner, there is 4 parts by weight of the wax component. The reference teaches that up to 20 
parts by weight of wax (i.e., release agent) can be used. If this teaching is followed, then there 
would be 15.3 weight % of wax (20 / (100 + 20 + 5 + 6)) in the toners. Substituting this value 
into the equation of claim 2 gives G' > 0.875 x (1 00-1 5.3)/1 5.3 x 1000 Pa or G' > 4.8 x 10 3 Pa. 
Each of Toners 2, 3, 4, 7, and 8 must have a G' at 180 °C meeting this requirement because 
there G' values of from 120 to 180 °C are within the scope of the claims and above 4.8 x 10 3 Pa. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use 20 weight parts of wax on the toners of lida while also producing a 
toner with the G' values of Toners 2, 3, 4, 7, or 8 because the amount of wax discussed in the 
rejection is specifically disclosed by the reference and G' values discussed are also specifically 
disclosed by the reference. The artisan would have found it obvious to combine the teachings 
of the wax in the exemplified toner while also optimizing the G' values to those at or near those 
specifically taught by the reference because the artisan would expect these features to produce 
a toner without offset. A lack of offset would suggest to the artisan that there is no adherence of 
the toner to fixing roller materials. 
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Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over lida et 
a/, in US Patent Application Publication 2002/0051924 in view of Inaba et a/, in US Patent 
5,827,632. 

lida was discussed above and those discussions are incorporated here, lida does not 
disclose inorganic or organic particles sizes and amounts specified in these claims but it does 
disclose external flowability additives may be added to the toner fl| [0098]). Useful additives 
include silica, titania, or alumina. 

Inaba teaches that a combination of a hydophobicized silicon compound and a 
hydrophobicized inorganic fine powder permit the formation of stable images (Abstract). The 
reference also teaches that these compounds are known to be effective as flowability improvers 
(col. 3, 1. 10-30). Example 1 discloses a specific combination of additives that proves effective. 
This toner uses 1 .2 weight parts of a 51 nm titania and 0.8 parts of 40 nm silica. The other 
examples also present effective additive combinations. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the external additives of Inaba in the invention of lida because lida 
teaches external additives for fluidity purposes as effective and Inaba discloses a specific 
combination of additives that does not embed into the toner and maintains excellent fluidity and 
image forming capabilities. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Christopher RoDee whose telephone number is 571-272-1388. The 
examiner can normally be reached on most weekdays from 6:00 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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